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Amendment dated March 1 , 2006 

Reply to Office Action of December 1, 2005 

REMARKS 

Claims 1-14 remain pending in this application. Claims 1, 7, 12, and 14 are independent. 
Claims 1, 7, 12, and 14 have been amended, and no claims have been added or canceled by this 
Amendment. 

Continued Pro?**i*tion Application 

Applicant notes that this application is not a CPA. CPA's have not been used for some 
time except for Design applications. An RCE was filed on 9/1 5/2005, to which the present office 
action has issued in response. 

Claim Objections 

Withdrawal of the objection to claims 7 and 14 is requested. The Examiner objects to the 
use of the indefinite article "an" in the preamble, i.e., "An FIR filter device. ..." 

Applicants submit that the use of "an" is proper English grammar in this context. As 
shown in the attached "Essentials of English" 1 excerpt, it is the sound, not the actual letter, which 
determines the form of the indefinite article. Thus, use of "an" in the preamble is correct in this 
instance. 

Accordingly, withdrawal of the objection to these claims is requested. 

intestability Rejection over Mvers i n view of Wilkinson 

Withdrawal of the rejection of claims 1,4-7, and 10-14 under 35 U.S.C. §103(a) as being 
unpatentable over Myers (US 4,817,149) in view of Wilkinson (JP 06-326555) is requested. 

At the outset, Applicant notes that, to establish & prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, either in the 



1 Essentials of English . Hopper Ct al., Barron's Educational Series, Inc., New York, 1973. pp. 28-29. 
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references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, theprior art reference must teach or suggest all the claim 
limitations} Further, the teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 



disclosure. 



An essential evidentiary component of an obviousness rejection is a teaching or 
suggestion or motivation to combine the prior art references. 4 Combining prior art references 
without evidence of a suggestion, teaching or motivation simply takes the inventors' disclosure 
blueprint for piecing together the prior art to defeat patentability - the essence of hindsight: 



asa 



"There are three possible sources for a motivation to combine references: the nature of 
the problem to be solved, the teachings of the prior art, and the knowledge of persons of ordinary 
skill in the art." 6 Further with regard to the level of skill of practitioners in the art, there is 
nothing in the statutes or the ca$e law which makes "that which is within the capabilities of one 
skilled in the art" synonymous with obviousness. 7 The level of skill in the art cannot be relied 
upon to provide the suggestion to combine references. 8 

Myers at least does not teach or suggest simultaneous use of first and second FIR filters 
provided at an output. While Wilkinson may or may not teach or suggest that a sum of every 
other term is as recited in applicant's independent claims 1 , 7. 1 2, and 1 4 as alleged by the 
Examiner, Wilkinson does not make up for the deficiencies of Myers with respect to providing a 
teaching or suggestion of the simultaneous use of first and second FIR filters as recited in the 



2 See MPEP §2143 (emphasis added). 

9 In re Vaeck, 947 F.2d 4«8, 20 USPQ2d 1438 (Fed. Cir. 1991) and See MPEP §2143. 
4 CR. Bard Inc. v. M3 Systems, Inc., 48 USPQ2d 1225 (Fed. Cir. 1998) 
s Interconnect Planning Corp. v. Feil. 227 USPQ 543 (Fed. Cir. 1985) 

6 See MPEP §2143.01, Siting In re Rouffet, 149 F.3d, 1350, 1357, 47 USPQ2d 1453, 1457-8 (Fed. Cir. 1998). 

7 Ex parte Gerlach and Woerner, 2\2 USPQ 47 1 (PTO Bd. App. 1 980) 

8 See MPEP §2143.01, citing^W/fe Corp. v. VSl Int'l Inc., 50USPQ2d 1 161 (Fed. Cir. 1999). 

8 



PAGE 8115 1 RCVD AT 31112006 6:22:05 PM [Eastern Standard Time] * SVR:USPTO-E FXRF-3/10 1 DNIS:2738300 1 CStD:202 293 6229 1 DURATION (mnws):04-18 



MGR-01-2006 18:27 CONNOLLY BOUE LODGE &HUTZ 202 293 6229 P. 09/15 



Docket No.; 22040-00030-US 

Application No. 10/708,394 

Amendment dated March 1 , 2006 

Reply to Office Action of December 1, 2005 

pending claims. Clearly, Myers does not teach or suggest an FIR fitter Signing method, as in 
independent claim 14. 

Specifically, the applied art, taken alone or in combination, does not teach or suggest a 
sound quality adjusting device which includes, among other features, . .a first FIR filter. . .a 
second FIR filter. . .and an output coupled to and simultaneously receiving both a first output of 
the first FIR filter and a second output of the second FIR filter", as recited in independent claim 
1 , as amended. 

Further, the applied art, taken alone or in combination, does not teach or suggest an FIR 
filter device that includes, among other features, «\ . .a first FIR filter. . . a second FIR filter. . . ; and 
an output coupled to and simultaneously receiving both a first output of the first FIR filter and a 
second output of the second FIR filter", as recited in independent claim 7, as amended. 

Still further, the applied art, taken alone or in combination, does not teach or suggest a 
sound quality adjusting method that includes, among other features, ". ..a first filtering step, 
implemented by a first FIR filter. . .a second filtering step, implemented by a second FIR filter. . .a 
gain controlling step of simultaneously controlling a gain of a sound signal having passed 
through the first FIR filter and a gain of a sound signal having passed through the second FIR 
filter; and a summing step of summing the sound signals having undergone simultaneous gain 
control in the gain controlling step and outputting a sum", as recited in independent claim 12, as 
amended. 

Finally, the applied art, taken alone or in combination, does not teach or suggest an FIR 
filter designing method for designing FIR digital filters which includes, among other features, 
"setting frequency characteristics to be complementary to each other and allowing a total gain of 
the FIR digital filters to serve as a reference value at all frequencies... changing the sequence of 
the first filter coefficients and determining second filter coefficients having a second symmetrical 
sequence in which a sum of the second filter coefficients is zero and a sum of every other 
coefficient in the second symmetrical sequence is equal to a sum of the other every other 
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coefficient having an opposite sign, wherein the first filter coefficients and the second filter 
coefficients are used, respectively, as the filter factors of first and second FIR digital filters 
whose outputs are simultaneously summed together", as recited in independent claim 14, as 
amended. 

Myers is directed to a three dimensional auditory display which artificially imparts 
localization cues to a multifrequency component electronic signal which corresponds to a sound 
source. The cues imparted are a front to back cue in the form of attenuation and boosting of 
certain frequency components of the signal, an elevational cue in the form of severe attenuation 
of a selected frequency component, i.e., variable notch filtering, an azimuth cue by means of 
splitting the signal into two signals and delaying one of them by a selected amount, among other 
features. 

The portion of Myers cited by the Examiner in the rejection of claim 14 is completely 
silent on a filter designing method. 

Figures 8-12 are offered as teaching "setting frequency characteristics", but instead teach 
front-back cueing (FIGS. 8-9), and elevation cueing (FIGS. 10-12). The Examiner offers FIGS. 
1 and 20 and col. 6, lines 23-col. 7, line 48 as disclosing "allowing a total gain of the FIR digital 
filters to serve as a reference value at all frequencies", but instead these portions of Myers 
merely teach in FIG. 20 the early reflection channel of FIG. I , which has nothing to do with 
using a total gain of the FIR digital filters to serve as a reference value at all frequencies, as 
claimed. 

Accordingly, since the applied art does not teach or suggest all the claimed limitations, 
consideration and allowance of claims 1-14 are respectfully requested. 
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TTn p^ntahiHtv Relation over Mver « ™* Wilkinson in view of Kovtun, 

Withdrawal of the rejection of claims 2-3 and 8-9 under 35 U.S.C. § 103(a) as being 
unpatentable over Myers (US 4,817,149) and Wilkinson (JP 06-326555) in view of Kovtun (US 
6,512,944) is requested. 

Whether or not Kovtun stands for that which it is offered by the Examiner, Kovtun docs 
not make up for the deficiencies of Myers and Wilkinson with respect to providing a teaching or 
suggestion of the simultaneous use of first and second FIR filters, as recited in the pending 
independent claims 1 and 7, as discussed above. 

Accordingly, since the applied art does not teach or suggest all the claimed limitations, 
withdrawal of the rejection and allowance of claims 2-3 and 8-9 are respectfully requested. 

ITnnfttentabilitv Rejection ove r Mvers and Wilkinson in view of Honma 

Withdrawal of the rejection of claims 2-3 and 8-9 under 35 U.S.C. §103(a) as being 
unpatentable over Myers (US 4.817,149) and Wilkinson (JP 06-326555) in view of Honma (US 
5,557,646) is requested. 

Whether or not Honma stands for that which it is offered by the Examiner, Honma does 
not make up for the deficiencies of Myers and Wilkinson with respect to providing a teaching or 
suggestion of the simultaneous use of first and second FIR filters, as recited in the pending 
independent claims 1 and 7, as discussed above. 

Accordingly, since the applied art does not teach or suggest all the claimed limitations, 
withdrawal of the rejection and allowance of claims 2-3 and 8-9 are respectfully requested. 
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Conclusion 

In view of the above amendment and remarks, Applicants believe that each of pending 
claims 1-14 in this application is in immediate condition for allowance. An early indication of 
the same would be appreciated* 

In the event the Examiner believes an interview might serve to advance the prosecution 
of this application in any way, the undersigned attorney is available at the telephone number 
indicated below. 

Although no fees are believed to be due with this response, for any fees that are due, 
including fees for extensions of time, the Director is hereby authorized to charge any fees or 
credit any overpayment during the pendency of this application to CBLH Deposit Account No. 
22-01 85, under Order No. 22040-0003 0-US from which the undersigned is authorized to draw. 

Respectfully, submitted, 



Larry J. Hume ' 

Registration No.: 44,163 
CONNOLLY BOVE LODGE & HUTZ LLP 
Correspondence Customer Number: 30678 
Attorney for Applicant 
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